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Fe ':Z7Zo STATUTORY PERK* FOR REPLY ,S SET TO EXPIRE 3 MONTH(S) FROM 

THE MAILING DATE OF THIS COMMUNICATION^^^ , n no event however , may a reply be timely filed 

earnecTpaient term adjustment. See 37 CFR 1 -704(b). 

Status 

1 M Responsive to communication(s) filed on mmML2Q03- 
„ . C ,M a, 2btfX] This action is non-final. 

Disposition of Claims 

A\M Claim(s) 1-25 is/are pending in the application. 

^ 4a) Of t~ claim(s) 5J2^22^5 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-^-11 and 18-21 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

m Claim(s) ±25 are subject to restriction and/or election requirement. 
Application Papers 

9 D The specif Is obiected ,0 by .he ~. „ bylte BBmhir . 

irnn The drawing(s) filed on is/are. a)U acceptea or d;i_j " J , 7 rFRi85fa} 

10)D ; h ;L tm avnotre q uest th atan y option to the " be he^^^ 

placement drawing sheet(s) induding the correction is reared ^^^^ou or form PTO-1 52. 
, 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office 
Priority under 35 U.S.C.§§ 119 and 120 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a) (d) (f). 
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1) [£J Notice of References Cited (PTO-892) p. Notjce Qf |nformal Patenl Application (PTO-152) 

2) □ Notice of Draftsperson's Patent Drawing Review <^±l/2XfcJ 6 H Other: 
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DETAILED ACTION 
ELECTION REQUIREMENT 
Applicants election of the specie polynucleic acid microarrays (claims 1 -4, 6-1 1 , 
and 18-21) in the Paper filed 10/10/03 is acknowledged. Because applicant did not 
distinct, and specific,, point out the supposed errors in the restriction requirement, 
the e.ection has been treated as an election without traverse (MPEP $ 818.03(a)). 
VAGUENESS AND INDEFINITENESS 
Claims 1-4. 6-11, and 18-21 are rejected under 35 U.S.C. 112, second 

paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

,n claim 1, lines 1-2, the method is directed to discovering "new" compounds with 
expression profile-altering activity. Consideration of the actual active claim steps (a) - 
■(d) reveals that there is therein no citation of a W compound. Thus, the claim ,s 
unclear as to what controls the metes and bounds of the claim, the preamble or the 
actual active claim steps because they differ in metes and bounds. I. is further 
explained that two interpretations are reasonably applied to what is mean, by, W 
compound in line 1 of claim 1 . One interpretation is that the compound is actually 
k „ow„ in the art but no, yet identified as to expression profile-altering activity. Another 
interpretation is that the compound has no, been discovered for any purposes and is not 
known in the art. This unclarity also includes the above confusion as to what is mean, 
by -new" compound. Claims which depend directly or indirectly from Cairn 1 are also 
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rejected hereunder due to their dependence. Clarification is requested via clearer 
claim wording. 

PRIOR ART 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(•) the invention was described in (1) an ^^^S^l^^^ " 
Mother filed in the United States before ^^^SS^S£S«b the invention by the 
granted on an application for patent by an ^. fi ' e ^ the treaty defined in section 

applicant for patent, except that an " rt *[^ b *g^^ n ^,Srtl« filed in the United States 

of such treaty in the English language. 

Claims 1, 2, 4, 6-9, and 18-21 are rejected under 35 U.S.C. 102(e)(2) as being 
clearly anticipated by Daniel et al. (PIN 6,368.794). 

Daniel et al. summarizes the invention in the abstract as monitoring by altered 
gene expression. Daniel et al. describes the detection of gene expression via 
microarray nudeic acid (polynucleic acid as instantly cited) hybridization as disclosed in 
column 2, lines 25-32, as is the instantly elected specie of expression monitoring. The 
expression profiling practice of the instant invention wherein various pharmaceutical 
compositions are useful in treatment is cited in the reference in the bridging paragraph 
between columns 2 and 3. Daniel et al. discloses the preparation of multiple profiles of 
different cell parameters in the bridging paragraph between columns 1 and 2 as also 
included in the instant claim practice which span the range of cancerous to 
precancerous to noncancerous. The third expression profile comparison to the 
diseased profile and to the nondiseased profiles for monitoring analyte treatment 
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efficacy is disclosed in the reference in column 2, lines 43-57, and especially in lines 54- 
57 as is the basic detection practice of the instant claims. It is noted that the above 
unclarity of metes and bounds rejection supports this rejection in that the reference 
discloses the practice of the actual active instant claim steps. . 

No claim is allowed. 

Papers related to this application may be.submit.ed to Technical Center J 600 by 

The Central PTO Fax Center number is (703) 872-930b. 

Anv inauirv concerning this communication or earlier communications from the 



to 4 P.M. 



If attempts to reach the examiner by telephone are J"™"^ j»» exam "' ne ' S 
supervisor, Michael Woodward, Ph.D., can be reached on (703)308-4028. 

Anv inquiry of a general nature or relating to the status of this application i should 
308-0196. 
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